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THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 



Response to Amendment 



1 . This action is in response to the amendment filed 30 December 2003 that added 
claims 22-42 and amended claims 1, 5, 9, 11-13, 15-19, and 21. The claim objections 
and 112 rejections have been overcome by the amendments. 



2. Applicant's arguments filed 30 December 2003 have been fully considered but 
they are not persuasive. 

3. Applicant's arguments with respect to 101 rejection levied against claim 9 and its 
dependents are unpersuasive because the claims do not recite functionally related 
material. While the two pieces of data are clearly related, their relationship does not 
make a change in one result in a change in the other. To be sure, the process by which 
the second piece of data is created from the first is a functional process. But once 
stored, changing one does not force a change in the other. Applicant says that non- 
statutory material includes data that is merely stored by a computer and follows by 
noting that claim 9 recites "multiple bit patterns stored on an information carrier, which 
multiple bitpatterns have a relationship that can be verified by a computer process" 
(emphasis added). The first part of the above quotation clearly shows that the subject 
material of the claim might fall within the scope of non-statutory subject material, while 
the latter half, by using "can" language, avoids forcing the implementation of a computer 
process, which would make the claim statutory. Furthermore, the claims are not 



Response to Arguments 
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tangibly embodied. Add "computer-readable" before "information carrier*' in the 
preambles. 

4. In response to applicant's arguments against the references individually, 
specifically Moskowitz on pagel 1 , one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981 ); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

5. With respect to applicant's argument that Bahns et al. do not show first and 
second bitpatterns having a predefined relationship, the reference is relied upon to 
show a medium mark that contains contents, as is made clear in the previous office 
action. These contents, which are in a computer environment, have a bit pattern that 
reads on applicant's first bitpattern. 

6. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1 071 , 5 USPQ2d 1 596 (Fed. Cir. 1 988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the examiner 
clearly said, in the previous rejection, that the Moskowitz reference provided a 
motivation to combine - "nonrepudiation and validation"; also, Bahns et al. were cited as 
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teaching a watermark that "identifies as well as authenticates [a] disc", again providing a 
clear motivation for combining. 

7. A person of ordinary skill in the art would recognize the references' cited sections 
as providing a reasonable chance of success because there are not elements that 
contradict each other. 

8. Applicant's opinion that the rejection fails to show certain elements of the claims 
is perhaps born from a certain opacity of the outstanding rejection. While the examiner 
believes that the previous office action clearly laid out the grounds of rejection, a 
summary might enhance prosecution. 

Oshima et al. teach a medium mark that is used to form a digital signature; the 
digital signature is applicant's second bitpattern. Bahns et al. provide motivation for 
enhancing Oshima et al.'s medium mark by adding content, which reads on applicant's 
first bitpattern. Since the second bitpattern is a digital signature based on the medium 
mark, which is specifically related to the first bitpattern, there is a predefined relationship 
between the first and second bitpatterns. Moskowitz specifically teaches using a 
signature, such as applicant's second bitpattern or Oshima et al.'s signature, as a 
watermark. As such, the outstanding rejection clearly meets the limitations of the 
claims. 

The examiner thanks applicant for maintaining, and pointing out, the continuity 
between claims 1-13 and new claims 22-34. 



Claim Rejections - 35 USC §112 



9. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more clainns particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 25-34, 36, 37, and 39-42 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

1 1 . Claim 25 recites the limitation "the encoder means" in its first line. There is 
insufficient antecedent basis for this limitation in the claim. 

12. Claim 26 recites the limitations "the contents of the medium mark" in the second 
line (delete the first "the") and "the watermarked information" in the second to last line. 
Delete "carrier*' in the sixth line of the claim. There is insufficient antecedent basis for 
these limitations in the claim. 

13. Claim 28 recites the limitation "the contents" across the last two lines. There is 
insufficient antecedent basis for this limitation in the claim. Delete "the". Claims 30 and 
32 have the same deficiency, improper recitations of "the contents", in their third lines. 

14. Claim 41 recites the limitations "the information carrier" and "the contents" in the 
second line. There is insufficient antecedent basis for these limitations in the claim. 
Change "information carrier" to "record carrier" and delete the "the" before "contents". 

Claim Rejections - 35 USC § 101 

15. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 9, 10, 16, 30, and 31 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. As was mentioned in the 
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previous office action, data on a disk is not statutory unless that data is a data structure. 
A data structure causes a processor to manipulate data in a specific way. This definition 
is based upon In re Lowry. Please see MPEP 2106 IV B. 1 . (b). 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Oshima et al. (5761301) in view of Moskowitz et al. and Bahns et al. 

In their abstract, Oshima et al. disclose a medium mark on an optical disk. See 
part 819b of figure 1 for reading a medium mark from the record carrier. The position 
information is sent to an encryptor that creates a digital signature of the position 
information, as described in the abstract. The digital signature reads on applicant's 
second bitpattern. Figure 18 shows the entire process of forming the digital signature 
and then verifying it. 

Oshima et al. do not say that the digital signature is embedded as a watermark in 
user information or that applicant's first bitpattern is stored as contents of the medium 
mark. In lines 44-57 of column 6, Moskowitz presents embedding digital signatures into 
content as watermarks. Content is user information in that it is used by the user. This 
embedding provides nonrepudiation and validation. Therefore it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to 
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embed the signatures described in Oshima et al. as watermarks into the user 
information in order to assure nonrepudiation and validity. 

In their abstract, Bahns et al. teaches watermarking an optical disc with a name, 
logo, design, picture, or other pattern which is applied within the structure of a disc. 
Figure 1 shows an example, with element 20 serving as a watermark for disc 10, This 
watermark, which is different than the digital watermarks disclosed by Moskowitz, 
identifies as well as authenticates the disc. Therefore it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to use Bahns et 
al.'s watermark as the medium mark in Oshima et al. so that the medium mark not only 
authenticates but also identifies the medium. 

Figure 18 of Oshima et al. anticipates the limitations specific to claims 2 and 3. 
Claim 4 is obvious because signing keys are (supposed to be) unique to devices and 
the software maker is disclosed as including both the embedding apparatus and the 
signature generator. Claim 5 contains limitations already discussed in claim 1. Element 
819a of Oshima et al.'s first figure meets the first clause of claim 6. Data used to 
interpret the mark into the first bitpattern reads on applicant's seed and thus the second 
clause of claim 6 and claim 7. 

Moskowitz and Oshima et al. have both taught the benefit of creating digital 
signatures as a way to secure information. Therefore it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to use a 
cryptographic one-way function to created the first bitpattern, thereby meeting the 
limitations of claim 8. 
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The output disc of Oshima et al., when modified by the teachings of Moskowitz, 
contains the elements of claim 9. Claim 10 is obvious in view of Moskowitz's teaching 
of a digital signature being used to verify data. As such, it would be obvious to identify 
the content being watermarked. Claim 1 1 is covered by the above discussion of claim 1 
and figure 18 in Oshima et al. Figure 18 also foresees claim 12. Claim 13 is covered 
by Moskowitz's discussion of secure hash functions. The limitations of claim 14 are 
rendered obvious by Moskowitz's discussion of digital signatures. 

With respect to claim 15, the recorder has already been shown to possess 
means for reading the first bit pattern from the record carrier. The presence of this 
bitpattern in itself indicates a copy protection status, that being that the content is copy 
protected. The rest of the elements of claim 15 have been discussed above. The 
content of claims 16 and 17 has already been discussed. Claim 18 is rendered obvious 
by the abstract of Bahns et al., which teaches watermarking the optical disc at 
production. This feature also meets the limitations of claim 19. The "OK?" with two 
exiting paths in figure 18 of Oshima et al. anticipates a switch and thus claims 20 and 
21 . Claims 22-34 consist of limitations that have been treated by claims 1-13, 
respectively. Claim 36 is obvious for the same reasons as the last two clauses of claim 
1 . Art applied to the second clause of claim 1 shows the limitations of claim 39. 
Oshima et al. render obvious claim 40. The elements of claims 41 and 42 are obvious 
for the same reasons as those of claims 1 1 and 1 5. 
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Allowable Subject Matter 



18. Claims 35 and 38 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Absent the 1 12 rejections, 
claim 37 would also contain allowable subject material. 

19. The following is a statement of reasons for the indication of allowable subject 
matter: the wobble of a track in claim 35 is not shown by any of the reference, nor is its 
use to store medium mark rendered obvious. Using the first bitpattern as a key is 
neither shown nor rendered obvious. 



20. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas J. Meislahn whose telephone number is (703) 
305-1338. The examiner can normally be reached on between 9 AM and 6 PM, 
Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory A. Morse can be reached on (703) 308-4789, The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Douglas J. Meislahn 

Examiner 

Art Unit 2137 



DJM 



